Intellectual Property for Engineers

I. What is “Intellectual Property”?

A.   Several distinct legal doctrines are included in intellectual property.

1.  Patents

2.  Copyrights

3.  Trademarks

4.  Unfair Competition

5.  Trade Secrets

B.   All of these doctrines have a common thread.

1.  Each provides limited property rights in intangible products of investment, intellect, and labor.

2.  These intangible products take many different forms.

3.  The purpose behind all of these doctrines is to provide property rights as incentives to individuals who create new products, services, or works of art or literature.

II. What is a Patent?

A.   The U.S. Constitution expressly gives Congress the power to “[t]o promote the Progress of Science and Useful Arts, by securing for limited Times to Authors and Inventors the exclusive Right to their respective Writings and Discoveries.”

1.  Congress quickly acted pursuant to this power to enact the Patent Act of 1790 during the second session of the First Congress.

2.  Thomas Jefferson has been labeled by many as the “first administrator of our patent system.”

3.  The “natural rights” theory was rejected in favor of a more pragmatic approach.

B.   A patent is a limited monopoly given to an inventor in exchange for a complete and “enabling” disclosure of the invention.

1.  What is a limited monopoly?

2.  What is an invention?

3.  What is an “enabling” disclosure?

III.   How is a patent application prosecuted?

A.   A detailed patent application is filed with the U.S. Patent and Trademark Office.

B.   An Examiner in the Patent Office with technical training in the field of the invention reviews the application.

C.   The Examiner issues an Office Action that typically rejects all of the claims in the application.

D.   The applicant may amend the application and/or request reconsideration of the application in writing by distinctly and specifically pointing out the supposed errors in the Office Action.

E.   The Examiner issues a second and usually final Office Action which either allows or rejects the application.

F.   The applicant may appeal the Examiner’s decision to the Board of Patent Appeals and Interferences.

G.   If the applicant is unhappy with the Board’s decision, an appeal can be made to the U.S. Court of Appeals for the Federal Circuit or to the U.S. District Court for the District of Columbia.

H.   If the requirements for patentability are satisfied, the application is allowed and the USPTO issues a patent.

I.   The patent is published when it issues so that the public may have access to the disclosure.

IV. What are some of the roadblocks typically encountered during the application process?

A.   Actions by “others” occurring  prior to the conception date that bar the grant of a patent:

1.  The invention is known in the U.S.

2.  The invention is used in the U.S.

3.  The invention is the subject of a patent anywhere in the world.

4.  The invention is revealed in a “printed publication” anywhere in the world.

5.  The invention is the subject of a pending application that is later granted. (Applications are kept secret.)
6.  To avoid wasting time “reinventing the wheel,” inventors should conduct a search of the prior art to determine what has already been disclosed. http://www.patents.ibm.com/
B.   Actions by the Inventor occurring after the conception date that bar the grant of a patent:

1.  Public Use more than one year prior to filing a patent application.

2.  Offers to Sell made more than one year prior to filing a patent application.

3.  Inventor expressly or implicitly abandons the right to patent an invention.

4.  Therefore, inventors must be careful about who the invention is disclosed to and be sure to keep in touch with marketing personnel and the patent attorneys so that these time bombs are not inadvertently triggered.

5.  The purpose of these “statutory bars” is to prevent the commercial exploitation of the invention for a period longer than the 20 year period that Congress intended for inventors to have to monopolize their inventions.

C.   Another Inventor filed a patent application first.

1.  The first to invent is the one who is entitled to a patent on the invention in the U.S.

2.  Inventors should be diligent about pursuing ideas and documenting research and experimentation.

3.  Good records can help rebut the presumption that the first to file is the first to invent by showing an earlier invention date.
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